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This international preliminary examination report has been prepared by this International Preliminary Examining 
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^T7\ This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have 
^ been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 



(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 
These annexes consist of a total of 6 sheets. 
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2. The amendments have resulted in the cancellation of: 






1 1 the description, pages 






1 1 the claims. Nos. 






1 1 the drawings. sheets/fig 






3 I 1 This report has been established as if (some of) the amendments had not been made, since they have been considered 
l — l to gQ beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)). 


4. Additional observations, if necessary: 







Form PCT/IPEA/409 (Box I) (January 1994) 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



Internationa] application No. 

PCT/JP97/02635 



IV. Lack of unity of invention 



1. In response to the invitation to restrict or pay additional fees the applicant has: 

I I restricted the claims. 

DK1 paid additional fees. 

I 1 paid additional fees under protest. 

I 1 neither restricted nor paid additional fees. 

I — I This Autnoritv found that the requirement of unity of invention is not complied with and chose, according to Rule 68. 1 , 

2- I I not to invite the applicant to restrict or pay additional fees. 



3. This Authority considers that the requirement of unity of invention in accordance with Rules 13-1, 13.2 and 13.3 is 
I 1 complied with. 

1X1 not complied with for the following reasons: 

A medicinal drug, immunosuppressant agent or antiallergenic agent containing the chemical 
compound disclosed in claims 7-9 and 18-22 and the chemical compound disclosed in claims 10-14 
and 23, and the manufacturing method for the chemical compounds disclosed in claims 15-17, 24 
and 25, are related to one another as 'a product and a manufacturing method or use for it', thus the 
requirement for unity of invention is deemed to be satisfied within claims 7-25. 
However, whereas within claims 7-25 the common technical feature consists of specific chemical 
compounds as stated above, these specific chemical compounds are not mentioned in claims 1-6, 
thus it is considered that there is no technical feature common to both claims 1-6 and claims 7-25. 
Accordingly, in sum claims 1-25 are deemed not to satisfy the requirement for unity of invention. 



4. Consequently, the following parts of the international application were the subject of international preliminary examination 
in establishing this report: 

[XI all parts. 

I I the parts relating to claims Nos. 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



International application No. 

PCT/JP97/02635 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 



citations and explanations supporting such statement 
1 . Statement 

Novelty (N) Claims 2-4,11-17,18-25 YES 

Claims 1,5-10 NO 

Inventive step (IS) Claims 11-14 18-25 YES 

Claims 1-10,15-17 NO 

Industrial applicability (I A) Claims j_25 YES 

Claims NO 



2. Citations and explanations 
Concerning claims 1-6 

a. Document 1 [JP, 5-25145, A (Mochida Pharmaceutical Co., Ltd.), 2 February, 1993 (02.02.93), 
page 4, left column, lines 2-11; implementation examples] cited in the ISR discloses a therapeutic 
drug that has virtually no effect on the production of immunoglobulins that are not in the IgE antibody 
class and that fulfill important roles in biophylaxis, but shows a long-lasting effect of selectively 
inhibiting the production of IgE antibodies; this therapeutic drug can be used in the treatment of 
allergic disorders as a causal therapy. It is thus considered that the subject matters of claims 1 , 5 
and 6 are neither novel nor involve an inventive step. Moreover, based on the implementation 
examples disclosed in document 1, it is considered that no inventive step is involved in the setting of 
numerical ranges in claims 2-4. 

b. Document 2 [IPD-1151T: A Prototype Drug for IgE Antibody Synthesis Modulation, (Brune, K.), 
Agents and Actions Supplements, 1991, Vol. 34, pages 369-378] cited in the ISR discloses the fact 
that dimethylsulphonium compounds inhibit the production of IgE antibodies but have no effect on 
the production of IgM and IgG antibodies. It is thus considered that- the subject matters of claims 1 , 5 
and 6 are neither novel nor involve an inventive step. Moreover, based on the implementation 
examples disclosed in document 2, it is considered that no inventive step is involved in the setting of 
numerical ranges in claims 2-4. 

Concerning claims 7-10 

a. Document 3 [Previously unreported p-terphenyl derivatives with antibiotic properties from the 
fruiting bodies of Sarcodon leucopus (Basidiomycetes), (Tringali, C), Can. J. Chem., 1987, Vol. 65, 
pages 2369-2372] cited in the ISR discloses the use of compounds 1 and 10 as antibiotics. It is thus 
considered that the subject matters of claims 7-10 are neither novel nor involve an inventive step. 

b. Document 4 [Synthesis and Characterization of Soluble Aromatic Polyesters Containing 
Oligophenyl Moieties in the Main Chain, (Kallitsis, J. K. et. al), Macromolecules, 1994, Vol. 27, 
pages 4509-4515] cited in the ISR discloses compound 7. It is thus considered that the subject 
matters of claims 7-9 are neither novel nor involve an inventive step. 

c. Document 5 [Synthesis and Characterization of Soluble Aromatic Polyesters Derived from 
Substituted Terphenyl and Quinquephenyl Diols, (Kakali, F. et. al), J. Polymer Science, part A: 
Polymer Chemistry, June 1996, Vol. 34 , No. 2, pages 1581-1587] cited in the ISR discloses 4,4"- 
Bis(benzyloxy)-2 \5'-di-hexyloxy-p-terphenyl. It is thus considered that the subject matters of claims 
7-9 are neither novel nor involve an inventive step. 

d. Document 6 [Ferrocene derivatives containing anthracene linked by spacers, (Wagner, Gabriele 
et. al), J. Organomet. Chem., June 1996, Vol. 516, pages 225-232] cited in the ISR discloses 
compound 2. It is thus considered that the subject matters of claims 7 and 9 are neither novel nor 
involve an inventive step. 

Concerning claims 15-17 

a. Document 7 [The Reactions of Organo-Boron Compounds under Transition Metal Catalysis, 
(Suzuki, Akira and Miyaura, Norio), Yuki-gosei-kagaku-kyokai-shi, 1993, Vol. 51, No. 11, pages 91- 
100] cited in the ISR discloses a benzene ring cross-coupling reaction that uses arylboronic acid. It 
is thus considered that it would be easy for a person skilled in the art to conceive of using the 



method disclosed ir^^ument 7 in order to manufacture the cf^^ical compounds disclosed in said 
documents 3-6. 
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VI. Certain documents cited 



1 . Certain published documents (Rule 70. 10) 



Application No. 
Patent No. 



JP,8-277247,A 

(Merck Patent GmbH), 
page 4, page 6, 
implementation 
examples & GB, 
2299333, A 



Publication date 
(day/month/year) 



Filing date 
(day/m onth/year) 



Priority date (valid claim) 
(day/month/year) 



22 0ctober 1996(22.10.1996) 29 March 1996(29.03.1996) 29 March 1995 (29.03.1995) 



2. Non-written disclosures (Rule 70.9) 

Date of written disclosure 

Kind of non-written disclosure Date of non-written disclosure referring to non-written disclosure 

(day/month/year) (day/month/year) 



Form PCT/IPEA/409 (Box VI) (January 1994) 



A* 



PCT 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCT Article 36 and Rule 70) 



fir 



Applicant's or agent's file reference 
99036PCT 


FOR FURTHER ACTION 1^"^^^^^^ Prelimina,y 
Examination Report (Form PCT/IPEA/416) 


International application No. 

PCT/JP99/05761 


International filing date {day/month/year) 

19 October 1999(19.10.99) 


Priority date (day/month/year) 

19 October 1998(19.10.98) 


International Patent Classification (IPC) or national classification and IPC 

A61K 31/496, 31/454, C07D 217/22, 401/04, 495/04, A61P 25/04, 25/06 


Applicant 


. EISAI CO., LTD. 





This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 



This REPORT consists of a total of 



. sheets, including this cover sheet. 



f 1 This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have 
1 — ' been amended and are the basis for this report and/or sheets containing rectifications made before this Authority (see 
Rule 70. 1 6 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of 



sheets. 



This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

IV [^] Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



I 


I2SI 


II 


□ 


III 




IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 


□ 



Date of submission of the demand 

15 February 2000(15.02.00) 


Date of completion of this report 

26 May 2000 (26.05.2000) 


Name and mailing, address of the IPEA/JP 
Facsimile No. 


Authorized offrcer 
Telephone No. 



Form PCT/IPEA/409 (cover sheet) (July 1998) 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



PCT/JP99/05761 



I. Basis of the report 



1. With regard to the elements of the international application: 1 
^ the international application as originally filed 

|~| the description: 

pages ; 

pages 

pages 

I | the claims: 

pages 

pages 

pages 

pages 



, as originally filed 

, filed with the demand 



, filed with the letter of 



, as originally filed 

as amended (together with any statement under Article 19 
, filed with the demand 



..filed with the letter of 



□ 



the drawings: 

pages 

pages 

pages 



, as originally filed 



, filed with the demand 



filed with the letter of 



I | the sequence listing part of the description: 

pages 

pages 

pages 



, as originally filed 



filed with the demand 



filed with the letter of 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language mmm ^^_^_ m _^^^^_ which is: 

□ 

the language of a translation furnished for the purposes of international search (under Rule 23. 1(b)). 

□ 

the language of publication of the international application (under Rule 48.3(b)). 

the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

I I contained in the international application in written form. 

filed together with the international application in computer readable form, 

Q furnished subsequently to this Authority in written form. 

I I furnished subsequently to this Authority in computer readable form. 

The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

^} The statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 



□ 



The amendments have resulted in the cancellation of: ' 
I I the description, pages _j 

□ 

the claims, Nos. 

I I the drawings, sheets/fig 



I | This report has been established as if (some of) the amendments had not been made, since they have been considered to go 
— beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as ''originally filed" and are not annexed to this report since they do not contain amendments (Rule 70 J 6 
and 70. J 7). . 

♦ Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 
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III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 



1. The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non obvious), or to be 
industrially applicable have not been examined in respect of: 



□ 



the entire international application. 



claims Nos. 



because: 



1^71 the said international application, or the said claims Nos, 5 

^ relate to the following subject matter which does not require an international preliminary examination (specify): 

The subject matter of claim 5 relates to a method of treating the human body by operation or 
therapy, which does not require an international preliminary examination by the International 
Preliminary Examining Authority in accordance with PCT Article 34(4)(a)(i) and Rule 67.1(iv). 



□ 



the description, claims or drawings (indicate particular elements below) or said claims Nos. . 
are so unclear that no meaningful opinion could be formed (specify)) 



the claims, or said claims Nos. 



□ ine 
by the description that no meaningful opinion could be formed. 

no international search report has been established for said claims Nos. 



. are so inadequately supported 



2. A meaningful international preliminary examination cannot be carried out due to the failure of the nucleotide and/or amino acid 
sequence listing to comply with the standard provided for in Annex C of the Administrative Instructions: 



| | the written form has not been furnished or does not comply with the standard. 

| | the computer readable form has not been furnished or does not comply with the standard. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 



citations and explanations supporting such statement 
1. Statement 

Novelty (N) Claims YES 

Claims nq 

Inventive step (IS) Claims YES 

Claims \^ NO 

Industrial applicability (IA) Claims \-4 6 YES 

Claims NO 



2. Citations and explanations 

The ISR cites the following documents. 
Document 1: WO, 99-18077, Al 
Document 2: WO, 98-43956, Al 
Document 3: US, 5563144, A 
Document 4: US, 563 1257, A 

Documents 1-2 describe the compounds described in the claims of the present international 
application, and also state that the compounds have anti-serotonin activity. 

Documents 3-4 suggest the use of compounds that have anti-serotonin activity as active ingredients of 
analgesics. 

Therefore, it is considered obvious for a person skilled in the art to arrive at the subject matters of 
claims 1-4 and 6 by using the compounds in documents 1-2 as active ingredients of analgesics. 
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